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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 1-1 1 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

Claims 1-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 21 72.01 . Each of the claims 1 -1 1 fails to clearly recite specific 
method steps. For example, claim 1 merely provides a recitation with conditional 
limitations that need not ever occur. As one working example, if no jam occurs in the 
invention set forth in claim 1 , none of the recited functions in claim 1 is required to be 
performed. In other words, the flap is not required to be actuated and the printing 
material is not required to be transported out of the transport path if no jam occurs. 
Claims 1-1 1 need to be rewritten to positively recite method steps that are performed in 
the method. 

Claims 9-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. More specifically, MPEP, section 2173.05(p) states, 
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"A single claim which claims both an apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. 112, second paragraph." Id. Claim 1 recites "a 
method for transporting printing material through a printing machine". Then, claims 9- 
1 1 , which depend from claim 1 , recite structural elements that further define an 
apparatus, rather than setting forth method steps. Since claims 9-1 1 claim both an 
apparatus and the method steps of using the apparatus, these claims are indefinite. 
Applicant needs to positively set forth method steps in claims 9-1 1 . 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 9-1 1 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. In particular, claims 9-1 1 are 
directed to neither a "process" nor a "machine," but rather embrace or overlap two 
different statutory classes of invention set forth in 35 U.S.C. 101 which is drafted so as 
to set forth the statutory classes of invention in the alternative only. See, MPEP, section 
2173.05(p). More specifically, claims 9-11 recite both a process and a machine. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-8, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by U.S. Patent No. 4,867,431 (Hosking et al.). 

Regarding claim 1, Figs. 1-3 disclose a method for transporting printing material 
(col. 1 , line 9) through a printing machine, characterized in that, in the event of an 
occurrence of a paper jam in the transport path (Fig.1), a flap (25) on the transport path 
(Fig. 1) is actuated, and a sheet of printing material (col. 1, line 9) is transported along 
the flap (25) out of the transport path (Fig. 1). See, e.g., col. 2, lines 11-14 and col. 4, 
line 61 to col. 5, line 3. Alternatively, it is noted that claim 1 recites "conditional 
limitations" that need not ever occur (i.e., claim 1 recites "in the event of any occurrence 
of a paper jam"). In other words, if no jam occurs, there is no requirement for the flap to 
be actuated at all, and there is no requirement for the printing material to be transported 
out of the transport path. 

Regarding claim 2, Figs. 1 -3 disclose that the sheet of printing material (col. 1 , 
line 9) is transported by the transport rollers (22 and 31 ) at the flap (25) out of the trans- 
port path (Fig. 1) into a container (34). See, e.g., col. 2, lines 11-14 and col. 4, line 61 
to col. 5, line 3. 
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Regarding claim 3, Figs. 1-3 disclose that the flap (25) is actuated by a solenoid. 

Regarding claim 4, Figs. 1-3 disclose that the flap (25) is activated after removal 
of the paper jam and assumes its original, closed position. What if the jam is never 
removed? 

Regarding claim 5, as best understood, col. 4, line 45 to col. 5 line 3 discloses 
that the drives which are located downstream of the paper jam are continued to be 
driven, so that the sheets of printing material (col. 1 , line 9) downstream of the paper 
jam are continued to be transported, and that the drives located upstream of the paper 
jam are stopped, so that sheets of printing material (col. 1 , line 9) which are located 
upstream of the paper jam are no longer transported. 

Regarding claim 6, as best understood, Figs. 1-3 disclose that simplex-printed or 
duplex-printed finished sheets of printing material (col. 1 , line 9) downstream of the 
paper jam are transported to a tray (34) of the printing machine and that unfinished 
sheets of printing material (col. 1 , line 9) downstream of the paper jam are transported 
to the container (34). In particular, any sheets at or downstream of the jam will be 
transported to the container/tray (34). 

Regarding claim 7, as best understood, col. 4, lines 1-14 and col. 4, line 61 to 
col. 5, line 3 disclose that a paper jam is detected by at least one sensor arrangement 
on the transport path (Fig. 1) and, as a result, the flap (25) is opened. 

Regarding claim 8, as best understood, Figs. 1-3 disclose that the flap (25) is 
opened, sheets of printing material (col. 1, line 9) are moved out of the region of the 
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switches (col. 4, lines 1-14), the flap (25) is closed and the switches (col. 1, lines 1-14) 
are reset in such a manner that the sheets of printing material (col. 1 , line 9) are 
transported to the exits (33) of the printing machine. 

Allowable Subject Matter 

4. The fact that claims 9-1 1 have not been rejected in view of prior art is not 
an indication that such claims include allowable subject matter, particularly in view of 
the rejections of these claims under 35 USC 1 01 and 35 USC 1 1 2 outlined above. For 
example, claims 9-1 1 are too indefinite to make a determination as to allowability of 
these claims. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to THOMAS A. MORRISON whose telephone number 
is (571 )272-7221 . The examiner can normally be reached on M-F, 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey can be reached on (571) 272-6916. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Patrick H. Mackey/ 
Supervisory Patent Examiner, Art 
Unit 3653 
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